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DETAILED ACTION 

This application claims priority under 35 U.S.C §119 (a)-(cl) and 365(c) to 
foreign application JAPAN 2003-026406 filed 02/03/2003. Certified copy or certified 
translation of the priority document has not been received. 

Election/Restrictions 

Applicant's election with traverse of the invention of Group I, claims 1-8 
drawn the product claims is acknowledged. The traversal is on the ground that 
"the process claims are limited to a process for preparation of novel products as 
defined by the elected product claims." As indicated in the office action dated 12 
January 2007, the inventions are distinct if either or both of the following can be 
shown: (1 ) that the process as claimed can be used to make another and 
materially different product or (2) that the product as claimed can be made by 
another and materially different process (MPEP § 806.05(f)). In the instant case 
the product as claimed can be made by another and materially different process. 
For example, polymerization by cationic ring cleavage of glucopyranose sugars 
can be used to produce hyperbranched sugars. (Schuerch et. al.; Of Record). 

Furthemiore, the search for inventions of groups I and II will place an 
undue burden on the Office. The search field for products is non-coextensive 
with the search field for a process of preparation of the same products. A 
reference to the compositions herein would not necessarily be a reference to the 
process for preparing the same herein. The compositions and methods of 
preparation have separate consideration as to patentability. 
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The examiner has required restriction between product and process 
claims. Where applicant elects claims directed to the product, and the product 
claims are subsequently found allowable, withdrawn process claims that depend 
from or othenA/ise require all the limitations of the allowable product claim will be 
considered for rejoinder. AH claims directed to a nonelected process invention 
must require all the limitations of an allowable product claim for that process 
invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the 
product claims and the rejoined process claims will be withdrawn, and the 
rejoined process claims will be fully examined for patentability in accordance with 
37 CFR 1 .104. Thus, to be allowable, the rejoined claims must meet all criteria 
for patentability including the requirements of 35 U.S.C. 101, 102, 103 and 112. 
Until all claims to the elected product are found allowable, an otherwise proper 
restriction requirement between product claims and process claims may be 
maintained. Withdrawn process claims that are not commensurate in scope with 
an allowable product claim will not be rejoined. See MPEP § 821 .04(b). 
Additionally, in order to retain the right to rejoinder in accordance with the above 
policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may 
result in a loss of the right to rejoinder. Further, note that the prohibition 
against double patenting rejections of 35 U.S.C. 121 does not apply where the 
restriction requirement is withdrawn by the examiner before the patent issues. 
See IVIPEP§ 804.01. 
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The restriction requirement between Inventions I and II was deemed 
proper and is therefore made FINAL. 

Claims 9-20 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected inventions, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction requirement in 
the reply filed on 06 February 2007. 

Claims 1-8 will be examined on the merits herein. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 5-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The recitations, "mannitol-type", "iditol-type", "annitol-type", "galactitol- 
type", "glucitoi-type" and "xylitol-type" in these claims render claims herein 
indefinite. The recitations, "mannitol-type", "iditol-type", "annitol-type", "galactltol- 
type", "glucitol-type" and "xylitol-type" of the compounds are not clearly defined in 
the specification. Hence, one of ordinary skill in the art could not ascertain and 
interpret the metes and bounds of the patent protection desired as to "mannitol- 
type", "iditol-type", "annitol-type", "galactitol-type", "glucitol-type" and "xylitol-type" 
of compounds herein. One of ordinary skill in the art would clearly recognize that 
"mannitol-type", "iditol-type", "annitol-type", "galactitol-type", "glucitol-type" and 
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"xylitol-type" would read on any those compounds having any widely varying 
groups that possibly substitute the compounds. 

Any significant structural variation to a compound would be reasonably 
expected to alter its properties; e.g., physical, chemical, physiological effects and 
functions. Thus, it is unclear and indefinite as to the "mannitol-type", "iditol-type", 
"annitol-type", "galactitol-type", "glucitol-type" and "xylitol-type" of compounds 
herein encompassed thereby. 

Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), 
and (4) of section 371(c) of this title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1 999 (AlPA) and the Intellectual Property and High Technology 
Technical Amendments Act of 2002 do not apply when the reference is a U.S. 
patent resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined 
under 35 U.S.C. 102(e) prior to the amendment by the AlPA (pre-AlPA 35 U.S.C. 
102(e)). 
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Claims 1 , 5 and 6 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kunz at. al. (U.S. Patent Publication No. 2004/0242919 A1; PTO- 
892, Cited by the examiner). 

Kunz et. al. discloses mohoanhydro-mannitol, dianhydrosorbitol, and 
dianhdromannitol. (Examples 1-2; Page 6, Paragraphs 52-58). Dianhydro-D- 
mannitol has the following structure. (Taken from STN search report). 

This compound reads on formula I of the instant application, in which R is a 
Hydrogen, and nRs are equal and at least one R is hydrogen. Kunz et. al. further 
discloses a method for esterification of the anhydrated sugars. (Claim 1; 
Examples 3-6, Pages 6-7, Paragraphs 59-66). 

Claims 1-4 and 6-8 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Schuerch et. al. (J.Am. Chem. Soc. 1959, 4054-4058; PTO-892, 
Cited by the examiner). 

Schuerch et. al. discloses a method for preparing polymers of 
anhydrosugar resulting in highly branched polysaccharides. (Abstract). The 
polymer has eleven unsubstituted units at c2, C3 and C4, and seven 
unsubstituted as C2 and C3 or C3 or C4 for each twenty units while two units are 
resistant to periodate oxidation. (Abstract). Schuerch et. al. does not disclose 
the degree of branching for the polymer therein. However, the lack of periodate 
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oxidation as well as the presence of varying degrees of substitution in some of 
the polymers indicate the presence of varying degrees of branching ranging from 
low to high. Applicant in the instant application, describe the polymer of 
Schuerch et. al. as "hyperbranched carbohydrate polymer." (Specification, Page 
1, first paragraph under "Description of the Related Art".) As such, the polymer 
of Schuerch et. al. is expected to have high degree of branching reading on the 
ranges 0.05 to 1 .0 and 0.45 to 1 .0 claimed herein. The structure of polymer unit 
disclosed reads on the compounds of formula 3 of the instant application. 
(Figure 1 , Page 4055, Column 2). 
No claim is allowed. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Roy P. Issac whose telephone number is 
571-272-2674. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Sbaojia Anna Jiang can be reached on 571-272-0627. 
The fax phone number for the organization where this application or proceeding 
is assigned Is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status Information for unpublished applications is available through 
Private PAIR only. For more infomiation about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated infomiation system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



Roy P. Issac 
Patent Examiner 
Art Unit 1623 




Supervisory Patent Examiner 
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